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DETAILED ACnON 

Response to Amendment 

The Office Action is responsive to the Amendment filed January 14, 2004. The 
following rejections have been overcome in light of Applicant's amendments: 

• Claims 1 and 21-23 under 35 U.S.C. 102(b) as being anticipated by 
Kaltenbach et al, U.S. Patent 4,263,352 

• Claims 1 and 21-23 under 35 U.S.C. 102(b) as being anticipated by 
Hazan et al. U.S. Patent 4,042,478 

• Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Savin U.S. Patent 5,677,367 in view of Taylor et al. U.S. Patent 6,395,459. 

• Claims 3-20 & 23-29 under 35 U.S.C. 103(a) as being unpatentable over 
Savin U.S. Patent 5,677,367 as applied to claim 1 above, in view of Binns 
et al. U.S. Patent 6,287,377 and further in view of Anderson et al. U.S. 
Patent 6,610,777. 

The following new rejections hove in light of Applicant's amendments: 

• Claim 1 1 is rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 
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• Claims 1, 3-5. 7-8, 10-14, 17, 20 & 22 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Nickle et al. U.S. Patent 5, 166,254. 

• Claims 1,3-9, 15, 16, 21 & 24-29 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Savin U.S. Patent 5,677,367 further in view of 
Albers U.S. Patent 4,352,898. 

• Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nickle et al. U.S. Patent 5, 166,254 as applied to claim 1, above, 
and further in view of Shepherd U.S. Patent 6,423,773. 

• Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nickle et al. U.S. Patent 5, 166,254 in view of Shepherd U.S. 
Patent 6,423,773 and further in view of Esso Standard, FR 1485507. 

Claim Rejections - 35 USC § 1 12 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 



Claim 1 1 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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The term "partially alkylated melamine with higher imino group" is of uncertain 
meaning rendering the claim vague and indefinite. It is unclear as to what type and 
what amount of imino group has to be employed. The specification, at page 7, lines IB- 
IS, describe company designators such as, C-327, C-324, C-325 ect..., as examples of 
the melamine material. What materials do the company designators include? 

Claim Interpretation 

The examiner assumes that any partially alkylated melamine has a "higher 
imino group". For example, alkylated melamine formaldehyde is assumed to have a 
"higher imino group". 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



Claims 1, 3-5, 7-8, 10-14, 17, 20 & 22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Nickle et al. U.S. Patent 5, 166,254. 
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Nickle teaches a water based coating composition formed of an acrylic latex 
(abstract). With respect to claim 1, the coating dispersion comprises carbon black 
(col 1 h lines 25-30), a styrene acrylic binder (col. 5, lines 58-65) and melamine cross 
linking agent (col. 1 1, lines 45-50). With respect to claims 3 & 4, the ratio of carbon 
black to binder is in the range of about 1 to 1 (col. 3, lines 5-10). With respect to claim 
5, the dispersion has a water content between about 30 to about 90% by weight (col. 3, 
lines 1-5). With respect to claims 7, 8 & 10, the dispersion additionally contains a 
surfactants in and amount of 2% by weight (col. 1 1, lines 20-30). With respect to claim 
1 1, the melamine crosslinking agent is an alkylated melamine formaldehyde 
(abstract). With respect to claims 12 and 13, the coating dispersion contains a second 
cross-linking agent of carbodiimide in an amount of 5% by weight (col. 6, lines 60-65). 
With respect to claim 14, the coating dispersion further comprises a catalyst of amine 
salt of para-Toluene Sulfonic Acid (col. 7, lines 35-40). With respect to claim 17, the 
dispersion contains styrene and acrylic having a styrene/acrylic ratio of 1, when 
acrylic and styrene are employed at 25% (col. 5, lines 60-68). The instant claims are 
anticipated by the prior art set forth. 

With respect to claims 20, the claim is a product-by-process claim, that require 
curing the polymer at a temperature ranging form about 100 to 250 Co for about 15 
seconds to about 16 minutes. Even though product - by process claims are limited by 
and defined by the process, determination of patentability is based on the product 
itself. The patentability of a product does not depend on its method of production. If the 
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product in the product - by - process claim is the same as or obvious from a product of 
the prior art, the claim is unpatentable even though the prior product was made by a 
different process." In re Thorpe, 227 USPQ. In the instant case, even though the 
coating dispersion was made by different processes, claims 20 is unpatentable 
because it appears that the final product made by Nickle is the same as the subject 
invention, unless Applicant's can show that the process materially changes the final 
product. 

The limitation in claim 22, with respect to the resistance of the protective film 
formed by the coating dispersion not being more than twice the initial value after 
exposure of the film to a 40% KOH solution for a period of 72 hours at 80°C , is 
considered to be an inherent property of the coating dispersion as set forth in the prior 
art, because Nickle employs the same coating dispersion set forth by Applicant . 
Further, "Products of identical chemical composition can not have mutually exclusive 
properties." A chemical composition and its properties are inseparable. Therefore, if 
the prior art teaches the identical chemical structure, the properties applicant 
discloses and/or claims are necessarily present. In re Spada, 91 1 F.2d 705, 709, 15 
USP02d 1655, 1658 



Application/Control Number: 09/888.306 Page 7 

Art Unit: 1746 

Clcdm Rejections - 35 USC §103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which scdd subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1,3-9, 15, 16, 21 & 24-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Savin U.S. Patent 5,677,367 further in view of Albers U.S. Patent 
4,352,898. 

With respect to claim 1, Savin teaches a graphite-containing cathodic coatings 
(col. 16, lines 60-68) comprising: 20 to 30% of an epoxy resin (col.l 1, lines 35-45); 10- 
15% graphite (col.l 1, lines 35-45); and a melamine crosslinking agent (col. 15, lines 
20-35). With respect to claims 3 & 4, graphite as a proportion of binder is 42%, 
embracing a graphite to binder ratio in the range of about 1 to 4. With respect to 
claim 6, graphite is present in an amount of 4 to 20% (abstract). With respect to claims 
7-9, the coating comprises a wetting agent in an amount of 0. 1 to 1% by weight (col. 15, 
lines 60-68). With respect to claim 21, the coating has a minimum conductivity of 3 
ohms/cm^ (col. 22, lines 40-50). 

Savin is silent to: the coating comprising water (claim 1); a water content 
between 30 to 90% (claim 5); a viscosity of 50 to 1200cps (claim 15); an epoxy ester acid 
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number of 10-100 (claim 16); an alkaline battery, fuel cell or capacitor with the coating 
of 20 to 200 microns thick (claims 24-29), 

Albers teaches that water may be added to epoxy resin coatings to reduce the 
viscosity of the composition to a level that the composition can easily be applied to the 
coating surface (col. 1, lines 32-40). 

Therefore, the invention as a whole, would have been obvious to one having 
ordinary skill in the art at the time the instant invention was made, because even 
though Savin does not teach the coating comprising water, Albers teaches that water 
may be added to epoxy resin coatings to reduce viscosity of the composition to a level 
that the composition can easily be applied to the coating surface. 

With respect to claim 5, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to employ about 30 % to 90% of water in the 
coating since it has been held that discovering optimum value of a result effective 
variable involves only routine skill in the art. In re Boesch, 617 F. 2d 272, 205 USPQ 215 
(CCPA 1980). The skilled artisan recognizes that the amount of water directly effects 
viscosity of the coating, as evidenced by Albers. 

With respect to claim 15, it would hove been obvious to one of ordinary skill in 
the art at the time the invention was made to employ a viscosity of 50 to 1200 cps in the 
coating since it has been held that discovering optimum value of a result effective 
variable involves only routine skill in the art. In re Boesch, 617 F. 2d 272, 205 USPQ 215 
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(CCPA 1980). The skilled artisan recognizes that viscosity directly effects the coating 
ability of the dispersion, as evidenced by Albers. 

With respect to claim 16, it would hove been obvious to one of ordinary skill in 
the art at the time the invention was made to employ an epoxy ester with an acid 
number of 10 -100 in the coating since it has been held that discovering optimum value 
of a result effective variable involves only routine skill in the art. In re Boesch, 617 F. 2d 
272, 205 USPO 215 (CCPA 1980). The skilled artisan recognizes that acid number 
directly effects flexibility and solvent resistance in the coating. 

With respect to claims 24-29, it would hove been obvious to one of ordinary skill 
in the art at the time the invention was made to employ a protective coating with the 
thickness of 2 to 200 microns since it has been held that discovering optimum value of 
a result effective variable involves only routine skill in the art. In re Boesch, 617 F. 2d 
272, 205 USPO 215 (CCPA 1980). The skilled artisan recognizes that thickness directly 
effect structural integrity of the coating layer. 

With respect to claims 25-29, he recitation required an alkaline battery, fuel cell 
or capacitor, has not been given patentable weight because the recitation occurs in 
the preamble. A preamble is generally not accorded any patentable weight where it 
merely recites the purpose of a process or the intended use of a structure, and where 
the body of the claim does not depend on the preamble for completeness but, instead, 
the process steps or structural limitations are able to stand alone. See In re Hirao, 535 
F.2d 67, 190 USPO 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPO 
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478, 481 (CCPA 1951). In the instant case, the composition does not depend on the 
preamble for completeness. 

Claim Rejections - 35 USC §103 



The following is a quotation of 35 U.S,C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would hove been obvious at the time the 
invention was made to a person having ordinary skill in the art to which scrid subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nickle 
et al. U.S. Patent 5, 166,254 as applied to claim 1, above, and further in view of 
Shepherd U.S. Patent 6,423,773. 

Nickle teaches a coating dispersion comprising a styrene acrylic binder, as 
described hereinabove. 

The reference is silent to a styrene acrylic resin comprising butadiene, wherein 
the styrene/butadiene ratio is in the range of about 0. 1 to about 9. 

Shepard teaches that binder combinations such as styrene-butadiene acrylic 
may be employed to modify the flexibility and toughness of the dried coating (col. 2, 
lines 40-46). 

Therefore, the invention as a whole would hove been obvious to one having 
ordinary skill in the art at the time the instant invention was made, because even 
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though Nickle does not teach a styrene-butadiene acrylic binder, Shepard teaches 
that said combination may be employed to modify the flexibility and toughness of the 
dried coating. 

With respect to the styrene/butadiene ratio in the range of about 0.1 to about 9,it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to employ said ratio, since it has been held that discovering optimum value of a 
result effective variable involves only routine skill in the art. In re Boesch, 617 F. 2d 272, 
205 USPO 215 (CCPA 1980). The skilled artisan recognizes that the amount of styrene 
and butadiene in relation to the acrylic polymer, directly effects flexibility and 
toughness as evidenced by Shepard. 



Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would hove been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nickle 
et al. U.S. Patent 5, 166,254 in view of Shepherd U.S. Patent 6,423,773 and further in 



view of Esso Standard, FR 1485507. 
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Nickle in view of Shepherd teaches that it is conventional to employ styrene- 
butadiene acrylic binders in coating material as described hereinabove. 

Nickle is silent to butadiene/acrylonitrile binder, comprising a 
butadiene/acrylonitrile ratio in the range of about 0.01 to about 9. 

However, Esso teaches the equivalence of butadiene/styrene acrylic and 
butadiene/acrylonitrile acrylic as binder materials. 

Therefore, the subject matter as a whole would hove been obvious to one 
having ordinary skill in the art at the time the instant invention was made because 
even though Nickle does not teach a butadiene/acrylonitrile binder, Esso teaches that 
butadiene/styrene acrylic and butadiene/acrylonitrile acrylic are art recognized 
equivalent materials for binders, and therefore, one having ordinary skill in the art 
would have substituted one binder for the other. 

With respect to the butadiene/acrylonitrile ratio in the range of about 0.1 to 
about 9, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to employ said ratio, since it has been held that discovering 
optimum value of a result effective variable involves only routine skill in the art. In re 
Boesch, 617 F. 2d 272, 205 USPO 215 (CCPA 1980). The skilled artisan recognizes that 
the amount of acrylonitrile and butadiene in relation to the acrylic polymer, directly 
effects flexibility and toughness. 



Application/Control Number: 09/888.306 Page 13 

Art Unit: 1746 

Response to Arguments 

Applicant's arguments with respect to claims 1-29 have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented 
in this Office action. Accordingly, TMS ACHON IS MADE FINAL. SeeMPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date 
of the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Monique Wills whose telephone number is 
(571) 272-1309. The Examiner can normally be reached on Monday-Friday from 
8:30am to 5:00 pm. 
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If attempts to reach Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Randy Gulakowski, may be reached at 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-2 1 7-9 1 97 (toll-free). 
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